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§ 2.134 Surrender or voluntary can-
cellation of registration.

(a) After the commencement of a
cancellation proceeding, if the respond-
ent applies for cancellation of the in-
volved registration under section 7(e)
of the Act of 1946 without the written
consent of every adverse party to the
proceeding, judgment shall be entered
against the respondent. The written
consent of an adverse party may be
signed by the adverse party or by the
adverse party’s attorney or other au-
thorized representative.

(b) After the commencement of a
cancellation proceeding, if it comes to
the attention of the Trademark Trial
and Appeal Board that the respondent
has permitted his involved registration
to be cancelled under section 8 of the
Act of 1946 or has failed to renew his
involved registration under section 9 of
the Act of 1946, an order may be issued
allowing respondent until a set time,
not less than fifteen days, in which to
show cause why such cancellation or
failure to renew should not be deemed
to be the equivalent of a cancellation
by request of respondent without the
consent of the adverse party and
should not result in entry of judgment
against respondent as provided by
paragraph (a) of this section. In the ab-
sence of a showing of good and suffi-
cient cause, judgment may be entered
against respondent as provided by
paragraph (a) of this section.

[48 FR 23141, May 23, 1983, as amended at 54
FR 34900, Aug. 22, 1989; 63 FR 48100, Sept. 9,
1998]

§ 2.135 Abandonment of application or
mark.

After the commencement of an oppo-
sition, concurrent use, or interference
proceeding, if the applicant files a
written abandonment of the applica-
tion or of the mark without the writ-
ten consent of every adverse party to
the proceeding, judgment shall be en-
tered against the applicant. The writ-
ten consent of an adverse party may be
signed by the adverse party or by the
adverse party’s attorney or other au-
thorized representative.

[54 FR 34900, Aug. 22, 1989]

§ 2.136 Status of application on termi-
nation of proceeding.

On termination of a proceeding in-
volving an application, the application,
if the judgment is not adverse, returns
to the status it had before the institu-
tion of the proceedings. If the judg-
ment is adverse to the applicant, the
application stands refused without fur-
ther action and all proceedings thereon
are considered terminated.

APPEALS

§ 2.141 Ex parte appeals from the Ex-
aminer of Trademarks.

Every applicant for the registration
of a mark may, upon final refusal by
the Examiner of Trademarks, appeal to
the Trademark Trial and Appeal Board
upon payment of the prescribed fee for
each class in the application for which
an appeal is taken. An appeal which in-
cludes insufficient fees to cover all
classes in the application should speci-
fy the particular class or classes in
which an appeal is taken. A second re-
fusal on the same grounds may be con-
sidered as final by the applicant for
purpose of appeal.

[41 FR 760, Jan. 5, 1976]

§ 2.142 Time and manner of ex parte
appeals.

(a) Any appeal filed under the provi-
sions of §2.141 must be filed within six
months from the date of final refusal
or the date of the action from which
the appeal is taken. An appeal is taken
by filing a notice of appeal and paying
the appeal fee.

(b)(1) The brief of appellant shall be
filed within sixty days from the date of
appeal. If the brief is not filed within
the time allowed, the appeal may be
dismissed. The examiner shall, within
sixty days after the brief of appellant
is sent to the examiner, file with the
Trademark Trial and Appeal Board a
written brief answering the brief of ap-
pellant and shall mail a copy of the
brief to the appellant. The appellant
may file a reply brief within twenty
days from the date of mailing of the
brief of the examiner.

(2) Briefs shall be submitted in type-
written or printed form, double spaced,
in at least pica or eleven-point type, on
letter-size paper. Without prior leave

VerDate 11<MAY>2000 09:21 Jul 17, 2001 Jkt 194133 PO 00000 Frm 00312 Fmt 8010 Sfmt 8010 Y:\SGML\194133T.XXX pfrm09 PsN: 194133T



313

U.S. Patent and Trademark Office, Commerce § 2.142

of the Trademark Trial and Appeal
Board, a brief shall not exceed twenty-
five pages in length in its entirety.

(c) All requirements made by the ex-
aminer and not the subject of appeal
shall be complied with prior to the fil-
ing of an appeal.

(d) The record in the application
should be complete prior to the filing
of an appeal. The Trademark Trial and
Appeal Board will ordinarily not con-
sider additional evidence filed with the
Board by the appellant or by the exam-
iner after the appeal is filed. After an
appeal is filed, if the appellant or the
examiner desires to introduce addi-
tional evidence, the appellant or the
examiner may request the Board to
suspend the appeal and to remand the
application for further examination.

(e)(1) If the appellant desires an oral
hearing, a request therefor should be
made by a separate notice filed not
later than ten days after the due date
for a reply brief. Oral argument will be
heard by at least three Members of the
Trademark Trial and Appeal Board at
the time specified in the notice of hear-
ing, which may be reset if the Board is
prevented from hearing the argument
at the specified time or, so far as is
convenient and proper, to meet the
wish of the appellant or his attorney or
other authorized representative.

(2) If the appellant requests an oral
argument, the examiner who issued the
refusal of registration or the require-
ment from which the appeal is taken,
or in lieu thereof another examiner
from the same examining division as
designated by the supervisory attorney
thereof, shall present an oral argu-
ment. If no request for an oral hearing
is made by the appellant, the appeal
will be decided on the record and briefs.

(3) Oral argument will be limited to
twenty minutes by the appellant and
ten minutes by the examiner. The ap-
pellant may reserve part of the time al-
lowed for oral argument to present a
rebuttal argument.

(f)(1) If, during an appeal from a re-
fusal of registration, it appears to the
Trademark Trial and Appeal Board
that an issue not previously raised may
render the mark of the appellant
unregistrable, the Board may suspend
the appeal and remand the application
to the examiner for further examina-

tion to be completed within thirty
days.

(2) If the further examination does
not result in an additional ground for
refusal of registration, the examiner
shall promptly return the application
to the Board, for resumption of the ap-
peal, with a written statement that
further examination did not result in
an additional ground for refusal of reg-
istration.

(3) If the further examination does
result in an additional ground for re-
fusal of registration, the examiner and
appellant shall proceed as provided by
§§ 2.61, 2.62, 2.63 and 2.64. If the ground
for refusal is made final, the examiner
shall return the application to the
Board, which shall thereupon issue an
order allowing the appellant sixty days
from the date of the order to file a sup-
plemental brief limited to the addi-
tional ground for the refusal of reg-
istration. If the supplemental brief is
not filed by the appellant within the
time allowed, the appeal may be dis-
missed.

(4) If the supplemental brief of the
appellant is filed, the examiner shall,
within sixty days after the supple-
mental brief of the appellant is sent to
the examiner, file with the Board a
written brief answering the supple-
mental brief of appellant and shall
mail a copy of the brief to the appel-
lant. The appellant may file a reply
brief within twenty days from the date
of mailing of the brief of the examiner.

(5) If an oral hearing on the appeal
had been requested prior to the remand
of the application but not yet held, an
oral hearing will be set and heard as
provided in paragraph (e) of this sec-
tion. If an oral hearing had been held
prior to the remand or had not been
previously requested by the appellant,
an oral hearing may be requested by
the appellant by a separate notice filed
not later than ten days after the due
date for a reply brief on the additional
ground for refusal of registration. If
the appellant files a request for an oral
hearing, one will be set and heard as
provided in paragraph (e) of this sec-
tion.

(6) If, during an appeal from a refusal
of registration, it appears to the exam-
iner that an issue not involved in the
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appeal may render the mark of the ap-
pellant unregistrable, the examiner
may, by written request, ask the Board
to suspend the appeal and to remand
the application to the examiner for fur-
ther examination. If the request is
granted, the examiner and appellant
shall proceed as provided by §§ 2.61, 2.62,
2.63 and 2.64. After the additional
ground for refusal of registration has
been withdrawn or made final, the ex-
aminer shall return the application to
the Board, which shall resume pro-
ceedings in the appeal and take further
appropriate action with respect there-
to.

(g) An application which has been
considered and decided on appeal will
not be reopened except for the entry of
a disclaimer under section 6 of the Act
of 1946 or upon order of the Commis-
sioner, but a petition to the Commis-
sioner to reopen an application will be
considered only upon a showing of suf-
ficient cause for consideration of any
matter not already adjudicated.

[48 FR 23141, May 23, 1983, as amended at 54
FR 34901, Aug. 22, 1989]

§ 2.144 Reconsideration of decision on
ex parte appeal.

Any request for rehearing or recon-
sideration, or modification of the deci-
sion, must be filed within one month
from the date of the decision. Such
time may be extended by the Trade-
mark Trial and Appeal Board upon a
showing of sufficient cause.

[54 FR 29554, July 13, 1989]

§ 2.145 Appeal to court and civil ac-
tion.

(a) Appeal to U.S. Court of Appeals for
the Federal Circuit. An applicant for
registration, or any party to an inter-
ference, opposition, or cancellation
proceeding or any party to an applica-
tion to register as a concurrent user,
hereinafter referred to as inter partes
proceedings, who is dissatisfied with
the decision of the Trademark Trial
and Appeal Board and any registrant
who has filed an affidavit or declara-
tion under section 8 of the Act or who
has filed an application for renewal and
is dissatisfied with the decision of the
Commissioner (§§ 2.165, 2.184), may ap-
peal to the U.S. Court of Appeals for

the Federal Circuit. The appellant
must take the following steps in such
an appeal:

(1) In the Patent and Trademark Of-
fice give written notice of appeal to the
Commissioner (see paragraphs (b) and
(d) of this section);

(2) In the court, file a copy of the no-
tice of appeal and pay the fee for ap-
peal, as provided by the rules of the
Court.

(b) Notice of appeal. (1) When an ap-
peal is taken to the U.S. Court of Ap-
peals for the Federal Circuit, the appel-
lant shall give notice thereof in writing
to the Commissioner, which notice
shall be filed in the Patent and Trade-
mark Office, within the time specified
in paragraph (d) of this section. The
notice shall specify the party or parties
taking the appeal and shall designate
the decision or part thereof appealed
from.

(2) In inter partes proceedings, the
notice must be served as provided in
§ 2.119.

(3) The notice, if mailed to the Office,
shall be addressed as follows: Box 8,
Commissioner of Patents and Trade-
marks, Washington, DC 20231.

(c) Civil action. (1) Any person who
may appeal to the U.S. Court of Ap-
peals for the Federal Circuit (para-
graph (a) of this section), may have
remedy by civil action under section
21(b) of the Act. Such civil action must
be commenced within the time speci-
fied in paragraph (d) of this section.

(2) Any applicant or registrant in an
ex parte case who takes an appeal to
the U.S. Court of Appeals for the Fed-
eral Circuit waives any right to pro-
ceed under section 21(b) of the Act.

(3) Any adverse party to an appeal
taken to the U.S. Court of Appeals for
the Federal Circuit by a defeated party
in an inter partes proceeding may file a
notice with the Commissioner within
twenty days after the filing of the de-
feated party’s notice of appeal to the
court (paragraph (b) of this section),
electing to have all further proceedings
conducted as provided in section 21(b)
of the Act. The notice of election must
be served as provided in § 2.119.

(4) A party to a proceeding before the
Trademark Trial and Appeal Board
which commences a civil action, pursu-
ant to section 21(b) of the Act, seeking
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